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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

m^nn 60 ^- " t 3 " C ° n l a i n ,f T itten descri P tion of tne invention, and of the manner and process of 
making and using it in such full, clear, concise, and exact terms as to enable any person skHled in the 

2? Jf !f l Pe . ° r ^ WhiCh * iS m ° St nearly COnnected ' t0 make and use the »™ and sha» 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 18-21 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Applicant does not have 
support for the range "5-20 parts by weight rubber containing polymer" in layer (B). The 
specification teaches that the composition may comprise 5-50 parts by weigh rubber 
containing polymer, but there is no support for the endpoint of 20 parts by weight. Nor 
are there any working examples that contain 20 parts by weight rubber containing 
particles. 

Similarly, there is no support for a layer (A) that comprises 3-50 parts by weight 
rubber containing polymer in layer (A) as claimed in claim 19. The specification has 
support for 0-50pbw and 3-20 pbw, but not 3-50pbw. Furthermore, there is no working 
example that comprises 3pbw rubber-containing polymer. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. a'snnciiy 

Claims 1 9 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. A broad range or limitation together with a narrow 
range or limitation that falls within the broad range or limitation (in the same claim) is 
considered indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. Note the explanation given by the Board of 
Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ74(Bd. App. 1961);Expa/feHa//,83USPQ38(Bd.App. 1 948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 19 recites the 
broad recitation that the base resin comprises 5-70pbw of a rubber-containing polymer, 
and claim 18, from which claim 19 depends, also recites that the base resin comprises 
5-20pbw of a rubber containing polymer which is the narrower statement of the 
range/limitation. 

Similarly, claim 20 recited the broad limitation that the base resin contains 5- 
50pbw of a rubber containing polymer, and claim 18, from which claim 18 depends, 
recites that the base resin comprises 5-20pbw of a rubber containing polymer which is 
the narrower statement of the range/limitation. 
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Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 

be found in a prior Office action. 

Claims 1, 2, 5, 8, and 16-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Minghetti et al. (US 5,415,931). Minghetti teaches a molded composition 
comprising 80-95wt% by weight polymethyl methacrylate and about 5-25wt% of 
particulate polymethyl methacrylate (claim 1). Said particles have a particle size of 
about 0.1 to 2.0mm (claim 1) and comprise crosslinked PMMA (col 3, line 51). The 
polymethyl methacrylate should comprise at least about 90wt% methyl methacrylate 
(col 3, line 30). The examiner takes the position that the article taught in Minghetti 
reads on the claimed invention when all three layers comprise the same composition. 

Since the particulate loading level taught in Minghetti is encompassed by the 
particle loading levels claimed in claim 18-20, the examiner takes the position that 
Minghetti anticipates the claimed laminate. 

Claim Rejections - 35 USC §103 
Claims 9-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Minghetti et al (US 5,415,931), as applied to claims 1 1 , 2, 5, 8, and 16-21 above, and 
further in view of Hatakeyama (US 5,804,287) for reasons of record. 

Claims 1, 2, 5, and 9-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hatakeyama et al. (US 5,804,287) in view of Minghetti et al. (US 
5,242,968). 
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R sponse to Arguments 
Applicant's arguments filed February 9, 2002 have been fully considered but they 
are not persuasive. Applicant argues that particles taught in Minghetti expand to over 
200% of their original volume. However, Applicant never teaches that the daimed 
particles do not expand. Thus, the claims are not limited to particles that do not expand. 
Furthermore, the particle sizes taught by Minghetti (aka 100-2C»0um) overlaps 
Applicant's claimed range (1-100um). 

Applicant further argues that the claimed particles do not dissolve into the base 
resin. However, the particles taught by Minghetti are crosslinked methyl methacrylate 
resin particles. Applicant teaches crosslinked methyl methacrylate resin particles do not 
dissolve into the base resin (original claim 4). Furthermore, while Minghetti teaches that 
the particles absorb the matrix resin (col 2, line 24), the final product still contains 
■particles and the matrix (col 5, lines 9)." Thus, the particles never dissolve. 

Furthermore, Applicant argues that the composition taught in Minghetti and the 
laminate taught in Hatakeyama would not provide a molded article having effectively 
smaller bias of thickness in secondary thermoforming. However, such a property is 
never claimed. In response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which 
applicant relies are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26, USPQ2d 1057 (Fed Cir 1993). 
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With respect to the rejection of claims 9-1 5 as unpatentable over Minghetti in 
view of Hatakeyama, Applicant request a Declaration from the Examiner setting forth 
the facts needed to the make of the reiection. Specifically, Applicant argues that the 
examiner already has stated on the record that Hatakeyama does not teach (1) the 
base layer should comprise rubber-containing po.ymer, (2) a three-layered film, and (3) 
the presence of methyl methacrylate resin particles. However, the current rejection 
does not rely upon Hatakeyama for such teachings. In response to applicant's 
arguments against the reference individually, one cannot show nonobviousness by 
attacking references individually wlwe the rejections are based on combinations of 
reference, See In re Keller 642 F.2d413, 208 USPQ 871 (CCPA 1981); InreMercKS 
Co. 800 F.2d 1091, 231 Uspq 375 (Fed. Cir. 1986). 

With respect to the rejection of claims 1 , 2, 5, and 9-17 as unpatentable over 
Hatakeyama in view of Minghetti, Applicant argues that Hatakeyama does not teach a 
three-layer laminate. The examiner agrees, but argues that it would have been obvious 
,o one having ordinary skill in the art to laminate acrylic on both sides of the resin layer 
given the expectation of equivalent results. Applicant further argues that the acrylic 
resin layers taught in Hatakeyama do not contain insoluble acrylic resin particles. 
However, the examiner acknowledged this deficiency in the rejection, and took the 
position that Minghett would have motivated one of ordinary skill in the art to add such 
particles to the acrylic film taught in Hatakeyama. Thus, Applicant's arguments are not 
persuasive. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. SeeMPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin R Kruer whose telephone number is 703-305- 
0025. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau can be reached on 703-308-2367. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-5408 
for regular communications and 703-305-3599 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 

„ D „ pau!Thibodeau 

a m < q onno Supervisory Patent Examiner 

April 19, 2002 Technology Center 1700 



